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DETAILED ACTION 
Acknowledgement of Receipt 

Applicant's response filed 09/1 1/2007 to the Office Action mailed on 03/12/2007 
is acknowledged. 

Status of the Claims 

Claims 9-12, 18, and 18 are withdrawn from consideration. Therefore, claims 1-8, 
13-17, and 20 are currently pending examination for patentability. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The rejection of claims 1-8, 13-17, and 20 rejected under 35 U.S.C. 102(e) as 
being anticipated by Tromblay et al. (US Patent 6534056, Published 03/18/2003) is 
withdrawn. 

Response to Applicant's Arguments 

Applicant argues that Tromblay et al. teaches the use of T cell protein tyrosine 
phosphatase (an enzyme) which does not read on phosphotyrosine (an amino acid 
derivative). Applicant's arguments have been fully considered and found to be 
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persuasive. Therefore, the rejection of claims 1-8, 13-17, and 20 rejected under 35 
U.S.C. 102(e) is withdrawn. 

New Grounds of Rejection 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-8 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 10 provides for the use of phopshotyrosine, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

Claims 1-8 are rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Applicant Claims 

2. Determining the scope and contents of the prior art. 

3. Ascertaining the differences between the prior art and the claims at issue; 
and resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1. Claims 13, 14, 15, and 20 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Masaru et al. (European Patent Application EP 0728469 A2, 

Published 08/18/1996) as evidenced by CRC Press (Definitions, Conversions, and 

Calculations for Occupational Safety and Health Professionals Third Edition, Published 

2006). 



Applicant Claims 

Applicant claims a method for protecting biological material from cell-damaging 
factors by contacting the biological material with phosphotyrosine. 

Determination of the Scope and Content of the Prior Art (MPEP §2141.01) 
Masaru et al. teaches an endermic liniment comprising at least one 
phenylalanine derivative or it's salt to prevent and/or improve chloasma, freckles, and 
pigmentation in the skin after sunburn. (See abstract). Specific phenylalanine derivative 
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include O-phospho-L-tyrosine, O-phospho-DL-tyrosine, and O-phospho-D-tyrosine. 
(See page 3, Lines 11-17). The mechanism of the development of chloasma, freckles, 
and pigmentation after sunburn is generally believed to be the formation of melanin 
pigment due to ultraviolet light stimulation from sunlight followed by abnormal deposition 
of this pigment in the skin. (See page 2, Lines 1 1-14). 

Ascertainment of the Difference Between Scope the Prior Art and the Claims 

(MPEP §2141.012) 

Masaru et al. does not anticipate a composition with phosphotyrosine but does 
makes such composition obvious. 

Finding of Prima Facie Obviousness Rational and Motivation 

(MPEP §2142-2143) 

It would have been obvious to one of ordinary skill in the art to apply a 
phosphotyrosine to the skin in order to prevent or improve conditions caused by 
exposure to UV light. One would have been motivated to do so because Masaru et al. 
teaches that the active agent can be a phosphotyrosine. With regards to the cell 
damaging factor being "ionizing radiation", CRC Press teaches that UV light does in fact 
fall under the category of ionizing radiation. (See page 8-3, 8-6, and 8-7). For the 
foregoing reasons the instant method would have been obvious to one of ordinary skill 
in the art at the time of the instant invention. 

2. Claims 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ramsay et al. (Ultraviolet-B Phototherapy for Eary-Stage Cutaneous T-cell Lymphoma, 
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Archives of Dermatology, Published 07/1992) in view of Masaru et al. (European Patent 
Application EP 0728469 A2, Published 08/18/1996). 

Applicant Claims 

Applicant claims a method for protecting biological material from cell-damaging 
factors by contacting the biological material with phosphotyrosine. Wherein, the 
biological material a tumor patient subjected to radiation therapy and/or chemotherapy. 
Determination of the Scope and Content of the Prior Art (MPEP §2141.01) 

Ramsay et al. teach patients suffering from cutaneous T-cell lymphoma where 
treated with UV-B phototherapy and was found to be effective. (See abstract). 

Ascertainment of the Difference Between Scope the Prior Art and the Claims 

(MPEP §2141.012) 

Ramsay et al. does not teach the use of phopshotyrosine to protect the patient 

from cell damage caused by the UV-B radiation. This deficiency is cured by the 

teachings of Masaru et al. 

The teachings of Masaru et al. is disclosed above. 

Finding of Prima Facie Obviousness Rational and Motivation 

(MPEP §2142-2143) 

It would have been obvious to one of ordinary skill in the art to apply a 

phosphotyrosine to the skin in order to prevent or improve conditions caused by 

exposure to UV light. One would have been motivated to do so because Masaru et al. 
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teaches that UV light exposure causes certain skin conditions such as chloasma, 
freckles, and pigmentation in the skin after subburn and that application of a 
composition comprising phosphotyrosine would help prevent or improve such a 
condition. For the foregoing reasons the instant method would have been obvious to 
one of ordinary skill in the art at the time of the instant invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ali Soroush whose telephone number is (571) 272-9925. 
The examiner can normally be reached on Monday through Thursday 8:30am to 
5:00pm E.S.T. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Johann Richter can be reached on (571) 272-0646. The fax phone number 
For the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 



Application/Control Number: 

10/677,818 

Art Unit: 1616 



Page 8 



800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Ali Soroush 
Patent Examiner 
Art Unit: 1616 




Johann Richter 
supervisory Patent Examiner 
Technology Center 1600 



